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A SHORTENED STATUTORY PERIOD FOR REPLY IS SET TO EXPIRE 3 MONTH(S) FROM 
THE MAILING DATE OF THIS COMMUNICATION. 

- Extensions of time maybe available under the provisions of 37 CFR 1.136(a). In no event, however, may a reply be timely filed 
after SIX (6) MONTHS from the mailing date of this communication. 
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Any reply received by the Office later than three months after the mailing date of this communication, even if timely filed, may reduce any 
earned patent term adjustment. See 37 CFR 1.704(b). 

Status 

1)03 Responsive to communication(s) filed on 15 November 2004 , 
2a)K This action is FINAL. 2b)D This action is non-final. 

3) D Since this application is in condition for allowance except for formal matters, prosecution as to the merits is 

closed in accordance with the practice under Ex parte Quay/e, 1935 CD. 11, 453 O.G. 213. 

Disposition of Claims 

4) M Claim(s) 1-10 is/are pending in the application. 

4a) Of the above claim(s) is/are withdrawn from consideration. 

5) D Claim(s) is/are allowed. 

Q)M Claim(s) 1-7.9 and 10 is/are rejected. 

7) (3 Claim(s) 8 is/are objected to. 

8) D Claim(s) are subject to restriction and/or election requirement. 

Application Papers 

9) D The specification is objected to by the Examiner. 

10)13 The drawing(s) filed on 26 August 2003 is/are: a)S accepted or b)D objected to by the Examiner. 

Applicant may not request that any objection to the drawing(s) be held in abeyance. See 37 CFR 1.85(a). 

Replacement drawing sheet(s) including the correction is required if the drawing(s) is objected to. See 37 CFR 1.121(d). 
1 1 )□ The oath or declaration is objected to by the Examiner. Note the attached Office Action or form PTO-1 52. 
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a)D All b)D Some * c)D None of: 
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2. D Certified copies of the priority documents have been received in Application No. . 
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application from the International Bureau (PCT Rule 17.2(a)). 
* See the attached detailed Office action for a list of the certified copies not received. 
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DETAILED ACTION 

Claim Rejections - 35 USC§ 103 

1. The following is a quotation of 35 U.S.C. 103(a) which forms the hasis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained tkough tke invention is not identically disclosed or described as set fortb in 
section 102 of tbis title, if tbe differences between tbe subject matter sougkt to be patented and tbe prior art are 
sucb tbat tbe subject matter as a wbole would bave been obvious at tbe time tbe invention was made to a person 
baving ordinary skill in tb e art to wkick said sukject matter pertains. Paten takikty skall not ke negatived ky tke 
manner in wkic invention was made. 

2. Claim 1 is rejected under 35 U.S.C. 103(a) as being unpatentable over Shaw in view of 
Dichins. 

The device as claimed is substantially disclosed by Shaw with a top guide (upper section of 
13) having an upper surface and a lower surface, wherein the lower surface is positioned to bear 
against the top surface of the object, an edge guide (lower bach section of 13) positioned to bear 
against the edge of the object, and an opening through the device where the measuring tape 5 is 
inserted through the device, but lacks the opening being a trough in the upper surface of the top 
guide. Dichins teaches using a trough in the upper surface of an edge guided device for a tape to 
be extended through so the indicia on the top surface of the tape can be viewed without 
obstruction. Therefore, it would have been obvious to one of ordinary shi 11 in the art at the time 
the invention was made to move the opening of Shaw to the upper surface of the device as taught 
by Dichins so the indicia of the tape can be viewed without obstruction. 

3. Claim 2 is rejected under 35 U.S.C. 103(a) as being unpatentable over Shaw in view of 
Dichins as applied to claim 1 above, and further in view of Burnett. 
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Tke device as claimed is disclosed ky tke combination of Shaw and Dickins together as 
stated in the rejection recited above for claim 1, but lack an index finger hole through the edge 
guide to aide tke user in kolding tke device during use of tke device. Burnett teackes using a 
tkrougk kole in a guide device for insertion of a finger to aide in kolding tke device during use of 
tke device. Tkerefore, it would kave been obvious to one of ordinary skill in tke art at tke time 
tke invention was made to make a tkrougk kole in tke edge guide of tke combination of Skaw 
and Dickins as taugkt by Burnett for insertion of a finger to aide tke user in kolding tke device 
during use of tke device. 

4. Claims 3 and 5 are rejected under 35 U.S.C. 103(a) as being unpatentable over Skaw in 
view of Dickins as applied to claim 1 above, and furtker in view of Nicely. 

Tke device as claimed is disclosed by tke combination of Skaw and Dickins togetker as 
stated in tke rejection recited above for claim 1, but lack a finger trougk on tke back side of tke 
edge guide to aide tke user in kolding tke device during use of tke device and a relief bevel on tke 
contact side of tke edge guide so tke device will slide easier along tke edge of tke object. Nicely 
teackes using a finger trougk on tke back side of tke edge guide to aide tke user in kolding tke 
device during use of tke device and a relief bevel on tke contact side of tke edge guide so tke 
device will slide easier along tke edge of tke object. Tkerefore, it would kave been obvious to one 
of ordinary skill in tke art at tke time tke invention was made to make a finger trougk on tke 
back side of tke edge guide of tke combination of Skaw and Dickins as taugkt by Nicely to aide 
tke user in kolding tke device during use of tke device. It also would kave been obvious to one of 
ordinary skill in tke art at tke time tke invention was made to make a relief bevel on tke contact 
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side of tke edge guide of the combination of Shaw and Dickins as taugkt by Nicely so tke device 
will slide easier along the edge of the object. 

5. Claim 4 is rejected under 35 U.S.C. 103(a) as being unpatentable over Shaw in view of 
Dickins as applied to claim 1 above, and further in view of Harris. 

Tke device as claimed is disclosed by tke combination of Skaw and Dickins togetker as 
stated in tke rejection recited akove for claim 1, kut lack a reference mark on tke upper surface of 
tke top guide to aide in locating tke edge of tke object during use of tke okject. Harris teackes 
using a reference mark 60 on tke upper surface of tke top guide to aide in determining tke 
distance from tke marking element to tke edge of tke okject. Tkerefore, it would kave keen 
okvious to one of ordinary skill in tke art at tke time tke invention was made to use a reference 
mark on tke upper surface of tke top guide of tke comkination of Skaw and Dickins as taugkt ky 
Harris to indicate tke location of tke edge of tke okject for determining tke distance of tke 
marker from tke edge of tke okject. 

6. Claim 6 is rejected under 35 U.S.C. 103(a) as keing unpatentakle over Skaw in view of 
Burnett. 

Tke device as claimed is sukstantially disclosed ky Skaw witk a top guide (upper section of 
13) kaving an upper surface and a lower surface, wkerein tke lower surface is positioned to bear 
against tke top surface of tke okject, an edge guide (lower kack section of 13) positioned to kear 
against tke edge of tke object, and an opening tkrougk tke device wkere tke measuring tape 5 is 
inserted tkrougk tke device, kut lacks an index finger kole tkrougk tke edge guide to aide tke 
user in kolding tke device during use of tke device. Burnett teackes using a tkrougk kole in a 
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guide device (or insertion of a ringer to aide in holding trie device during use of the device. 
Therefore, it would have heen ohvious to one of ordinary skill in the art at the time the invention 
was made to make a through hole in the edge guide of Shaw as taught hy Burnett for insertion of 
a finger to aide the user in holding the device during use of the device. 

7. Claim 7 is rejected under 35 U.S.C. 103(a) as heing unpatentahle over Shaw in view of 
Burnett as applied to claim 6 above, and further in view of Dickins. 

The device as claimed is disclosed hy the combination of Shaw and Burnett together as 
stated in the rejection recited above for claim 6, but lack the opening being a trough in the upper 
surface of the top guide. Dickins teaches using a trough in the upper surface of an edge guided 
device for a tape to be extended through so the indicia on the top surface of the tape can be 
viewed without obstruction. Therefore, it would have been obvious to one of ordinary skill in the 
art at the time the invention was made to move the opening of the combination of Shaw and 
Burnett to the upper surface of the device as taught by Dickins so the indicia of the tape can be 
viewed without obstruction. 

8. Claim 10 is rejected under 35 U.S.C. 103(a) as being unpatentable over Shaw in view of 
Burnett as applied to claim 6 above, and further in view of Nicely. 

The device as claimed is disclosed by the combination of Shaw and Burnett together as 
stated in the rejection recited above for claim 6, but lack a relief bevel on the contact side of the 
edge guide so the device will slide easier along the edge of the object. Nicely teaches using a relief 
bevel on the contact side of the edge guide so the device will slide easier along the edge of the 
object. Therefore, it would have been obvious to one of ordinary skill in the art at the time the 
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invention was made to make a relief Level on the contact side of the edge guide of the 
combination of Shaw and Burnett as taught by Nicely so the device will slide easier along the 
edge of the object. 

9. Claim 9 is rejected under 35 U.S.C. 103(a) as being unpatentable over Shaw in view of 
Burnett as applied to claim 6 above, and further in view of Harris. 

The device as claimed is disclosed by the combination of Shaw and Burnett together as 
stated in the rejection recited above for claim 6, but lack a reference mark on the upper surface of 
the top guide to aide in locating the edge of the object during use of the object. Harris teaches 
using a reference mark 60 on the upper surface of the top guide to aide in determining the 
distance from the marking element to the edge of the object. Therefore, it would have been 
obvious to one of ordinary skill in the art at the time the invention was made to use a reference 
mark on the upper surface of the top guide of the combination of Shaw and Burnett as taught by 
Harris to indicate the location of the edge of the object for determining the distance of the 
marker from the edge of the object. 

Response to Arguments 

10. Applicants arguments filed November 15, 2004 have been fully considered but they are 
not persuasive. 

The amendment to claim 1 overcomes the 35 U.S.C. 112 rejection. 

In response to applicants argument that the examiner's conclusion of obviousness is based 
upon improper hindsight reasoning, it must be recognized that any judgment on obviousness is in 
a sense necessarily a reconstruction based upon hindsight reasoning. But so long as it takes into 
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account only knowledge which was within the level of ordinary skill at the time the claimed 
invention was made, and does not include knowledge gleaned only from the applicant's disclosure, 
such a reconstruction is proper. See In re McLaughlin, 443 F.2d 1392, 170 USPQ 209 
(CCPA 1971). 

In response to applicants argument tkat tkere is no suggestion to combine tke references, 
the examiner recognizes tkat obviousness can only be estaklisked by combining or modifying tke 
teackings of tke prior art to produce tke claimed invention wkere tkere is some teacking, 
suggestion, or motivation to do so found eitker in tke references tkemselves or in tke knowledge 
generally availakle to one of ordinary skill in tke art. See In re Fine, 837 F.2d 1071, 5 
USPQ2d 1596 (Fed. Cir. 1988)and/« re Jones, 958 F.2d 347, 21 USPQ2d 1941 (Fed. Cir. 
1992). In this case, Dickins teackes using a trougk in tke upper surface of an edge guided device 
for a tape to be extended tkrougk so tke indicia on tke top surface of tke tape can ke viewed 
witkout obstruction. Witk respect to tke argument of destroying tke base reference of Skaw ky 
making a trougk in tke top of memker 13 kecause of tke set screw 17 is not persuasive kecause 
tke set screw does not go tkrougk klock 13, but block 16, tkerefore tke trougk in block 13 would 
not effect the securing of the tape member 5. 

The argument regarding claim 2 is not persuasive because Wken kolding tke kase 
reference of Skaw tke user would grasp tke device witk tke fingers on tke underside of tke device 
adjacent tke edge guide, tkerefore one of ordinary skill in tke art would place tke finger guide 
taugkt by tke Burnett reference at a location to accommodate tke fingers of the user to aide in 
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holding the device. With respect to the size of the hole, the users finger is not (and cannot) he 
claimed and therefore the size ofthe.fi nger hole cannot he related to the users finger size. 

The argument regarding claim 3 is not persuasive since the specific ringer used is intended 
use and only the structural limitations are considered in the rejection. 

In response to applicant's argument that there is no suggestion to combine the references, 
the examiner recognizes that obviousness can only be established by combining or modifying the 
teachings of the prior art to produce the claimed invention where there is some teaching, 
suggestion, or motivation to do so found either in the references themselves or in the knowledge 
generally available to one of ordinary skill in the art. See In re Fine, 837 F.2d 1071, 5 
USPQ2d 1596 (Fed. Cir. 1988)and In re Jones, 958 F.2d 347, 21 USPQ2d 1941 (Fed. Cir. 
1992). In this case, Burnett teaches using a through hole in a guide device for insertion of a 
finger to aide in holding the device during use of the device. 

Allowable Subject Matter 

11. Claim 8 is objected to as being dependent upon a rejected base claim, but would be 
allowable if rewritten in independent form including all of the limitations of the base claim and 
any intervening claims. 

Conclusion 

12. The prior art made of record and not relied upon is considered pertinent to applicant's 
disclosure. Dickins shows a finger guide with a trough as claimed in the broader independent 
claims. 
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13. THIS ACTION IS MADE FINAL. Applicant is reminded of the extension of time 
policy as set forth in 37 CFR 1.136(a). 

A shortened statutory period for reply to this final action is set to expire THREE 
MONTHS from the mailing date of this action. In the event a first reply is filed within TWO 
MONTHS of the mailing date of this final action and the advisory action is not mailed until 
after the end of the THREE-MONTH shortened statutory period, then the shortened statutory 
period will expire on the date the advisory action is mailed, and any extension fee pursuant to 37 
CFR 1.136(a) will be calculated from the mailing date of the advisory action. In no event, 
however, will the statutory period for reply expire later than SIX MONTHS from the mailing 
date of this final action. 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Christopher W. Fulton whose telephone number is (571) 272- 
2242. The examiner can normally he reached on M-Th 5:30-3:00. 

if attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Diego F.F. Gutierrez can be reached on (571) 272-2245. The fax phone number for 
the organization where this application or proceeding is assigned is 703-872-9306. 
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Information regarding the status of an application may be obtained from the Patent 
Application Information Retrieval (PAIR) system. Status information for published applications 
may be obtained from either Private PAIR or Public PAIR. Status information for unpublished 
applications is available through Private PAIR only. For more information about the PAIR 
system, see http://pair-direct.uspto.gov. Should you have questions on access to tke Private PAIR 
system, contact tke Electronic Business Center (EBC) at 866-2^7-919^ (toll-fi 

Christopher W. Fulton 
Primary Examiner 
Art Unit 2859 

CWF 



